Appln. No. 10/686,250 

Amdt. Dated December 3, 2008 

Reply to Office Action of September 3, 2008 

REMARKS 

Reconsideration of this application and the rejection of claims 1-4, 7, 9, 10, 
13-17 and 20-22 are respectfully requested. Applicant has attempted to address every 
objection and ground for rejection in the Office Action dated September 3, 2008 (Paper 
No. 20080828) and believes the application is now in condition for allowance. The 
claims have been amended to more clearly describe the present invention. 

Claims 1-4, 7, 9, 10, 13-17 and 20-22 are rejected under 35 U.S.C. § 112, 
second paragraph, as being indefinite because the Examiner states that the term "slightly" 
is a relative term which renders the claim indefinite. Applicant has amended claims 1, 
10, 13 and 20 to remove this term. Accordingly, Applicant respectfixlly requests that the 
rejection of the claims under § 1 12 be withdrawn. 

Claims 1, 3, 7, 9, 10, 13, 17, 20 and 22 are rejected under 35 U.S.C. § 
102(b) as being anticipated by U.S. Patent No. 5,775,023 to Botkins. Botkins discloses a 
device for applying a bait composition to a fishing lure. The device includes a handle 1 1 
and a sleeve 14 that are connected together. The sleeve 14 includes upper and lower 
extremities 17 and 18. A slot 23 is formed in the side wall 22 of the sleeve 14 as shown 
in Fig. 3. Both the upper and lower extremities 17 and 18 define openings so that the lure 
28 can be drawn through the sleeve by pulling line 31 through slot 23 (Col. 3, lines 11- 
22). 

In contrast, amended claim 1 recites, among other things, a handheld fish 
catching device including a "body. . .having a solid side wall, unitary construction, a first 
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body end and an opposing second body end, the first body end defining a first opening 
having a first diameter that is substantially the same as a width of a fish and enables the 
fish to enter the tube and to be removed fi-om the tube, the second body end including a 
fixed end wall constructed to prevent the fish fi-om exiting or being removed fi-om the 
second body end" where "the fixed end wall [defines]... a single, second opening having 
a second diameter, the second diameter being less than the first diameter and less than the 
width of the fish to prevent the fish fi-om exiting through the second opening." Botkins 
does not disclose such subject matter. 

As stated above, Botkins discloses a device having a sleeve 14 with upper 
and lower extremities 17 and 18 that each define an opening through which the lure 28 
can pass through. More specifically, the lower extremity 18 defines an opening that does 
not include a fixed end wall or any end wall, or an end wall that is less than the width of a 
fish to prevent the fish from exiting through the second opening as recited in amended 
claim 1. Instead, the sleeve 14 has openings at both ends that allow the lure 28 to pass 
completely through the openings so that the bait in the sleeve can be placed on a lure. It 
is also evident that the size or diameter of the sleeve 14 is not "substantially the same" as 
the width of the lure. Instead, the diameter of the sleeve 14 is substantially greater than 
the width of the lure. Thus, Botkins does not disclose constructing the sleeve to be 
substantially the same size as the width of the lure. 

Amended claim 10 includes similar subject matter to amended claim 1. 
Specifically, amended claim 10 recites, among things, a handheld fish catching device 
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including "a body of unitary construction having a first end and a second end. . .the first 
end of the body defining a first operung having a first diameter that is substantially the 
same as a width of a fish and enables the fish to enter the chamber and to be removed 
from the chamber. . .the second end of the body having a fixed end wall defining a single, 
second opening having a second diameter that is less than the first diameter and less than 
the width of the fish to prevent the fish from exiting or being removed from the second 
end of the body." As stated above, Botkins does not disclose such subject matter. 

Amended claim 13 and amended claim 20 also disclose similar subject 
matter to amended claims 1 and 10. Specifically, amended claim 13 recites, among other 
things, a handheld fish catching device including "a unitary body. . .the first end of said 
body defines a first opening having a first diameter that is substantially the same as a 
width of the fish and enables the fish to swim through the first opening and into said body 
without bait and to be removed from said body and wherein the second end includes a 
fixed end wall defining a single, second operung having a second diameter that is less 
than the first diameter and less than the width of the fish to prevent the fish from exiting 
or bemg removed from the second end of the body." 

Amended claim 20 recites, among other things, a handheld, bait fish 
catching device including "a body of unitary construction. . .defining an interior chamber, 
the body including a solid side wall, a first end and an opposing second end, the first end 
of the body defining a first opening and a first diameter that is substantially the same as a 
width of a baitfish and the second end of the body including a fixed, end wall, defining a 
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single, second opening having a second diameter that is less than the first diameter and 
less than the size of the baitfish" where "the first opening defined by the first end of the 
body enables the baitfish to enter the chamber and be removed from the chamber by a 
user" and where "the second opening on the fixed, end wall of the second end of the body 
prevents the baitfish from exiting or being removed from the chamber by the user." 

As stated above, Botkins does not disclose the subject matter of amended 
claims 13 and 20. 

For at least these reasons. Applicant submits that amended claims 1, 10, 13 
and 20, and the claims that depend from these claims, are each patentably distinguished 
over Botkins and in condition for allowance. 

Claims 1, 2, 13, 20 and 21 are rejected under 35 U.S.C. § 102(b) as bemg 
anticipated by U.S. Patent No. 3,354,575 to Darrow. Darrow discloses a minnow dipper 
including a minnow receptacle 11 having continuous side walls 12, 13, 14 and 15 and a 
bottom wall 16. A handle 20 is connected to the minnow receptacle 11 and includes an 
elliptical opening 23 that freely communicates between the interior of the handle 20 and 
the interior receptacle 11 (Col. 1, lines 60-66). The minnow dipper is used to catch one 
or more minnows. The minnow dipper is then tilted to allow the minnows to move 
through the hollow handle and into a fisherman's hand (Col. 2, lines 26-61; Fig. 2). 

In contrast, amended claim 1 recites, among other things, a handheld fish 
catching device including "a handle including a first handle end and an opposing second 
handle end" where "said first handle end is non-rotatably connected to the body along an 
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outer surface of the body and is constructed to prevent the fish from entering said first 
handle end." Darrow does not disclose such subject matter. 

As stated above, Darrow discloses a receptacle 1 1 connected to a handle 20 
where the handle is hollow and defines an operung at the end of the handle that connects 
to the receptacle to allow a fish to enter the handle at the connected end and exit at the 
opposite end 25 as shown in Fig. 2. Darrow does not disclose, or even suggest, that its 
handle is constructed to prevent a fish from entering the handle at either end. In fact, 
constructing the handle in Darrow in this way would teach away from Darrow' s 
invention because the handle serves a specific function of allowing the fish to be directed 
from the receptacle 14 into a fisherman's hand. 

Amended claims 13 and 20 disclose similar subject matter to amended 
claim 1. Amended claim 13 recites, among other things, a handheld fish catching device 
including "a handle having a first end and a second end... said first end of said handle 
being non-movably cormected to said body on an outer surface thereof and being 
constructed to prevent a fish from entering said handle." Amended claim 20 recites, 
among things, a handheld, bait fish catching device including "a handle having a first end 
and a second end, the first end of the handle being constructed to prevent a fish from 
entering the first end" of the handle. As stated above, Darrow does not disclose such 
subject matter. 
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For at least these reasons. Applicant submits that amended claims 1,13 and 
20, and the claims that depend therefrom, are each patentably distinguished over Darrow 
and in condition for allowance. 

Claims 4 and 14-16 are rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Botkins. Claim 4 depends from amended claim 1 and claims 14-16 
depend from amended claim 13. As stated above, Botkins does not disclose or suggest 
the subject matter of amended claims 1 and 13. Therefore, Applicant submits that 
Botkins does not disclose or suggest the subject matter of claims 4 and 14-16 in 
combination with the subject matter of amended claims 1 and 13, respectively. 

Applicant submits that in view of the above-identified amendments and 
remarks, the claims in their present form are patentably distinct over the art of record. 
Allowance of the rejected claims is respectfully requested. Should the Examiner discover 
there are remaining issues which may be resolved by a telephone interview, the Examiner 
is invited to contact Applicant's undersigned attorney at the telephone number listed 
below. 

Respectfixlly submitted, 

GREER, BURNS & CRAIN, LTD. 

December 3, 2008 By /Christopher S. Hermanson/ 

300 South Wacker Drive Christopher S. Hermanson 

Suite 2500 Reg. No. 48,244 

Chicago, Illinois 60606 
Telephone: (312)360-0080 
Facsimile: (312)360-9315 
Customer No. 24978 
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